ATTORNEY DOCKET NO.: 046601-51 13 
Application No.: 10/681,127 
Page 10 



REMARKS 

At the outset, Applicant wishes to thank Examiner Yan for the courtesies extended to 
Applicant's representatives during the interview at the U.S. Patent & Trademark Office on 
October 24, 2007. The substance of the interview is incorporated in the following remarks. 
Summary of the Office Action 

Claims 7 and 23 are objected to because the recitation of "the sheet transport direction" in 
each of the claims does not find proper antecedent basis. 

Claims 1, 3-5, 7, and 23 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent No. 7,137,625 to Yamada et al CYamada'') in view of Gerber Re. 30,757 
CGerber'^y 

Summary of the Response to the Office Action 

Applicant has amended claim 1 , cancelled claim 7 without prejudice or disclaimer, and 
added claim 24. No new matter has been introduced. Support for the amendment and new claim 
24 is found throughout Applicant's specification. Support for the amendment to claim 1 is found 
in FIGs. 8A-8E, FIGs. 9A-9D, and at least on pages and page 27, line 21 through page 30, line 
16, and page 38, line 12 through page 39, line 13. Support for new claim 24 is found at least on 
39, line 17 through page 41, line 16 of the specification. Accordingly, claims 1, 3-5, and 23-24 
are pending. Claims 8-22 were previously withdrawn fi-om consideration. 
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The Objection to Claims 7 and 23 

Claims 7 and 23 are objected to because the recitation of "the sheet transport direction" in 
each of the claims does not find proper antecedent basis. Claim 7 is canceled without prejudice 
or disclaimer, and claim 1 was amended so now the objection to claim 23 is moot. Applicants 
respectfully request that the objection to the claims be withdrawn. 
Ail Subject Matter Complies with 35 U,S.C, S 103fa) 

Claims 1, 3-5, 7, and 23 stand rejected under 35 U.S.C. § 103(a) as being unpatentable 
over U.S. Patent No. 7,137,625 to Yamada et al {"Yamada'') in view of Gerber Re. 30,757 
CGerber''), Applicant respectfully traverses the rejection for the following reasons. 

To establish a prima facie case of obviousness, three basic criteria must be met (see 
MPEP §§ 2142-2143). First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of ordinary skill the art, to 
combine reference teachings. Second, there must be a reasonable expectation of success. Third, 
the prior art references must teach or suggest all the claim limitations. 

The Office Action has not established a prima facie case of obviousness at least because 
Yamada and Gerber, whether alone or in combination, fail to teach or suggest all the recited 
features of newly amended independent claim 1 . Newly amended independent claim 1 recites, in 
part, "a cutting unit comprising a circular blade that cuts the sheets accepted by the sheet 
accepting unit with the blade that is moved in a direction perpendicular to. a sheet transport 
direction; and a recognizing unit that identifies at least one of a number and grams per square 
meter of sheets to be cut in the form of a sheaf, a movement condition of the blade being 
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determined on the basis of at least one of the number and grams per square meter of sheets 
identified by the recognizing unit, wherein the recognizing unit further identifies a center 
registration method that positions the cutting unit to a job start position fi"om a home position to 
cut the sheet, and a side registration method that positions the cutting unit to the home position to 
cut the sheet; wherein a starting position of the cutting unit to cut the sheet is controlled 
according to the identified registration method." At least these features are absent from, and are 
neither disclosed nor taught, alone or in combination, by either Yamada or Gerber 

The disclosure in Yamada is relied upon for the teaching of "a processing apparatus for 
processing sheets on which images have been formed by an image forming apparatus including a 
sheet accepting unit PD that excepts the sheets S from the image forming apparatus, a cutting 
unit comprising a circular blade." Yamada is not relied upon for a recognizing unit as described 
in claim 1 . See page 2-3 of the Office Action. The Office Action alleges that Gerber teaches the 
recognizing unit features via load sensors used to regulate the blade speed or stroking rate of the 
reciprocating knife-type blade. The feedback signal from the load sensor allegedly provides the 
necessary information for regulating the speed of the stroking motor. See col. 10, lines 19-35 of 
Gerber, Applicant respectfully disagrees that the load sensing system for a reciprocating knife 
blade in Gerber teaches the claimed recognizing unit, but notes that the Gerber reference is now 
moot in light of the amendment to claim 1 . 

Specifically, newly amended independent claim 1 recites "a recognizing unit that 
identifies at least one of a number and grams per square meter of sheets to be cut in the form of 
a sheaf, a movement condition of the blade being determined on the basis of at least one of the 
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number and grams per square meter of sheets identified by the recognizing unit, wherein the 
recognizing unit fiirther identifies a center registration method that positions the cutting unit to a 
job start position firom a home position to cut the sheet, and a side registration method that 
positions the cutting unit to the home position to cut the sheet; wherein a starting position of the 
cutting unit to cut the sheet is controlled according to the identified registration method.'' 
Emphasis added. Applicant notes that neither Yamada nor Gerber teaches or suggests a 
recognizing unit that identifies a particular registration method, nor do the references identify a 
number and grams per square meter of sheets to be cut. Thus, Gerber fails to teach or suggest 
the features recited in newly amended independent claim 1. 

As pointed out in M.P.E.P. § 2143.03, "[t]o establish prima facie obviousness of a 
claimed invention, all the claimed limitations must be taught or suggested by the prior art". In re 
Royka, 409 F.2d 981, 180 USPQ 580 (CCPA 1974). As such. Applicant respectfully asserts that 
the third prong of prima facie obviousness has not been met. Therefore, Applicant respectfully 
requests that the rejection under 35 U.S.C. § 103(a) of newly amended independent claim 1 
should be withdrawn because Yamada and Gerber, whether alone or in combination, do not 
teach or suggest each and every feature of newly amended independent claim 1 . 

Additionally, Applicant respectfully submits that dependent claims 3-5, and 23-24 are 
also allowable insofar as they recite the patentable combinations of features recited in newly 
amended claim 1 , as well as reciting additional features that further distinguish over the applied 
prior art. 
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CONCLUSION 

In view of the foregoing, Applicant respectfully requests reconsideration and the timely 
allowance of the pending claims. Should the Examiner feel that there are any issues outstanding 
after consideration of this response, the Examiner is invited to contact Applicant's undersigned 
representative to expedite prosecution. 

If there are any other fees due in connection with the filing of this response, please charge 
the fees to our Deposit Account No. 50-0310. If a fee is required for an extension of time under 
37 C.F.R. § 1,136 not accounted for above, such an extension is requested and the fee should 
also be charged to our Deposit Account. 

Respectfully submitted, 



MORGAN, LEWIS & BOCKIUS LLP 



Dated: November 2, 2007 
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